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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States, Canada 
and Mexico; elsewhere THIRTY-THREE SHILLINGS. 

A limited number of volumes for previous years can be fur- 
nished at the following prices: 
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FeperaL TrapeE Commission v. AMERICAN SNuFF CoMPANY 


United States Circuit Court of Appeals, Third Circuit 
February 13, 1930 


Unrarr CompetiT1on—Trapve Commission Act—Morion to Enrorce Orper. 

An order by the Federal Trade Commission requiring appellant 

to “cease and desist” from using the word “Dental” and, or the picture 

of a tooth on its containers of snuff, held unjustified, in as much as 

said marks truly indicated one use for which the goods were intended. 

Moreover, no false claims were made on the labels or evidence of 
confusion to purchasers shown. 

On application to enforce an order of the Federal Trade Com- 


mission. Order held unjustified. 


R. E. Healy, A. F. Busick and W. A. Sweet, all of Washington, 
D. C., for the Commission. 

E. §. Rogers, of Chicago, Ill., Owen J. Roberts, of Phila- 
delphia, Pa., Morton E. Finch, of Memphis, Tenn., and 
S. P. Smith, of Birmingham, Ala., for the American Snuff 
Co. 


Burrineton, C. J.: Without entering into a recital of the 
bulk of testimony involved and the numerous questions discussed, 
we limit ourselves to matters and things pertinent and decisive. 

The case involves the construction and enforcement of Section 
5 of the Federal Trade Commission Act, which provides: 


“If such person, partnership, or corporation fails or neglects to obey 
such order of the Commission while the same is in effect, the Commission 
may apply to the Circuit Court, of Appeals of the United States, within 
any circuit where the method of competition in question was used or where 
such person, partnership, or corporation resides or carries on business 
for the enforcement of its order. . . 

As we read the statute, the Jurisdiction of this Court, and, 
therefore, its power to enforce, rests on two facts, first whether 
the respondent has failed or neglected to obey the order of the 
Commission—a question of fact, and secondly, whether such order 
is valid—a question of law. 

The respondent is using, on packages of snuff made and sold 
by it, this label. . . . The Commission made an order to cease and 
desist which, inter alia, provided: 
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“(3) It is further ordered that the respondent, its officers, agents, 
representatives, servants and employees, cease and desist from 

“(a) Using the word ‘Dental’ and the depiction of a tooth, or either 
of them, alone or in connection with any other word or words, in the 
brand name or on the labels on the containers of any of its snuff products 
to represent, describe or define such product, when its said product con- 
tains no ingredient, other than tobacco. 

“(b) Making, publishing or circulating written or oral statements 
or representations in connection with the sale or distribution of any of 
its snuff products that such product will cure toothache, pyorrhea, bleed- 


ing gums, neuralgia or other like maladies, when such product contains no 
ingredient other than tobacco.” 


To this the respondent answered: 


“With respect to paragraph three (a) of the said order, respondent 
asserts that the Commission has erred, exceeded its authority and acted 
beyond its jurisdiction in ordering respondent to cease and desist from 
‘using the word “Dental” and the depiction of a tooth, or either of them, 
alone or in connection with any other word or words, in the brand name 
or on the labels on the containers of any of its snuff products to represent, 
describe or define such product, when its said product contains no ingre- 
dient, other than tobacco,’ and respondent respectfully declines to comply 
with this part of the Commission’s order.” 

It appearing, therefore, that the respondent has not obeyed 
the order, it remains for us to decide the question of law whether 
in view of the proofs, the order is lawful. The jurisdiction of this 
court to review orders made by the Trade Commission was con- 
sidered by this court in Curtis Publishing Company, 270 Fed. Rep. 
909. We there said that Congress, in enacting that Circuit Courts 
of Appeal “shall have jurisdiction of the proceeding and of the 
question determined therein, and shall have power to make and 
enter upon the pleadings, testimony and proceedings set forth in 
such transcript, a decree affirming, modifying or setting aside the 
order of the Commission” was using language which aptly de- 
scribed the customary jurisdiction and power theretofore exercised 
by Circuit Courts of Appeal in reviewing cases of alleged unfair 
business competition. 

Considering the case in that light, we note that whatever may 
have been the possible interest of the public in the matter litigated, 
it clearly appeared, as the case proceeded, that the case was one 
between two competitors in the snuff business. From the proofs 


it will appear that the American Snuff Company, about 1900, by 
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buying Ivey, Owen & Co. and continuing it as a subsidiary, acquired 
the latter’s right to make a brand of snuff known as Dental Snuff, 
which the latter company had made since 1879 and sold thus 
labelled. At the time this snuff was originated, and for some time 
thereafter, it contained some ingredient, other than tobacco, calcu- 
lated to preserve or be beneficial to the teeth and gums, and was 
so represented to the purchasing public. The labels on the con- 
tainers of this snuff contained the word “Dental,” together with a 
depiction of a tooth, and the words “Dental Panacea” and “It 
possesses a virtue that will preserve the teeth.” 

After the Spanish-American War the Government placed a 
tax on proprietary medicines and to avoid such liability on its snuff 
as a medicine the respondent ceased to use any other ingredient 
in its snuff that had any supposed medicinal effect and indeed 
shortly thereafter stopped using a flavoring extract, which of course 
had no medicinal property, and at once stopped using its earlier 
label and thereafter used its present one, depicted above, in which 
it will be noted that instead of the words “Preserve the Teeth” or 
the statement “It possesses a virtue that will preserve the teeth,” 
there were used the words “Preserves its Flavor.” It will also 
be noted that it contains the statement that it is “made from select 
leaf and preserves its flavor.” It also contains the statement that 
it is “made of pure tobacco.” 

Referring to the composition of Scotch snuff, of which the 
snuff in question is made and is labelled as such, the Commission 
says it “consists of tobacco leaf and stems finely powdered or 
ground and is divided into several classes, the most important of 
which is Strong Scotch snuff, which consists of powdered tobacco 
leaf and stems with nothing whatever added.” It will thus be 
noted that respondent’s statement on its label that the snuff is 
Scotch snuff and that it is “made of pure tobacco” was truthful 
and was, in effect, an averment that the snuff contained no other 
ingredient and necessarily that it had no medicinal quality. Such 
being the uncontroverted facts of the case, the Commission held 
that “this new label is so like the original label on said brand of 
snuff in arrangement of lettering and design, in coloration and 
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general appearance, as to cause the one to be mistaken for the other, 
and to confuse and mislead purchasers familiar with the former 
product as to the character of the contents of the present con- 
tainers.” 

We find no proof in the record which warrants any such find- 
ing. We have been referred to no testimony of a purchaser of the 
old snuff—one who bought prior to 1900—who avers that he or 
she was misled when they bought the snuff with the new marking 
upon it, and, as said in 254 U. S. 143 (40 St. Ct. Rep. 445), “the 
plaintiff's position must be judged by the facts as they were when 
the suit was begun, not by the facts of a different condition and an 
earlier time.’ And it is very clear purchasers could not be misled 
by the present label which differs in several particulars from the old 
one. The old label stated it was a “Dental Panacea” and averred 
that “it possesses a virtue that will preserve the teeth.” The new 
label makes no such statement. The old label would seem to have 
left the impression that there was some element or virtue in its prod- 
uct that had a medicinal effect. The new label makes no such state- 
ment. In addition to the above, the back of the present label nega- 
tives any possible medicinal qualities. It states that the snuff is 
“refined tobacco”; that “it is absolutely pure”; that “it has no 
artificial flavor’; that it “required no artificial flavoring because 
it is made of the best tobacco, which is aged for two or three years 
and then manufactured by a process that preserves the delightful 
flavor of the tobacco.” 

We can see no unfairness in the respondent using the word 
“Dental” and the picture of a tooth on its packages. Snuff users 
used it in two different ways. One class inhales it through the 
nostrils, and on that account it is properly styled nasal snuff. The 
other kind of users is under the word “dipping,” described in the 
dictionary as “the practice of taking snuff by rubbing the teeth or 
gums with a stick or brush dipped in snuff.” 

It is quite clear from the literature quoted in the record that 
in “dipping” snuff simply serves as any other paste or dentifrice, 
as an abrasive of a desired flavor. Indeed, the derivation of the 
word, “dens, dentis,” a tooth, and “‘fricare” to rub, friction, shows 
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that the word “dental” as contrasted with “nasal” truly describes 
the mode of use which the respondent’s product answers. In the 
Journal of the American Dental Association, January, 1928, it is 
said: 

“The modern toothbrush may not be perfect, but its present status 
is a matter of evolution from the ‘chew stick.’ One end of a wooden twig 
was beaten to a soft, fibrous condition in those days, and the primitive 
brush was ready for use.” 

Moreover, the proofs show that the market for dipping snuff 
is in the remoter regions of the South. It is described by the writer 
of “The Carolina Mountains”: 


“Nor is snuff taken after the manner of former generations of snuff- 
takers. Here the people ‘dip, that is to say, a stick chewed into a brush 
at one end and kept for the purpose is dipped into the snuff and rubbed 
over the gums and teeth. It is not a pretty practice, but it seems to 
afford peculiar satisfaction, enormous quantities of snuff being consumed 
in this manner. When a mountain woman refers to her ‘toothbrush’ the 
snuff-stick is what she means. She says that to dip snuff preserves the 
teeth and strengthens the constitution.” 

It will thus be seen that the word “dental” as used in connec- 
tion with snuff occupies substantially the same relation as the word 
“nasal” does, and both equally and truthfully represent the par- 
ticular kind of use to which snuff is to be used. 

We accordingly hold that the order to cease and desist hereto- 


fore granted was unlawful and will be so adjudged. 


Wuote Grain Wueat Distrisutine Co. v. Bon MarcHe 


(282 Pac. Rep. 914) 


Supreme Court of Washington 
December 5, 1929 


Trape-Mark—“WuHote Grain WuHeaAt’—Descriptive TERMS, 

The words “Whole Grain Wheat,’ used as a trade-mark for 
natural whole wheat, cooked without oxidization and sold in cans, held 
to be descriptive and hence invalid as a trade-mark. 

Unram Competition—Imiratinc Lasets AND CONTAINERS oF Goons. 

A label featuring prominently the words “Whole Wheat,” with 
the word “Honeyed” less conspicuously displayed, together with cer- 
tain other descriptive matter, held not to be deceptively similar to a 
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label displaying the words “Whole Grain Wheat,” both used on cans 

of whole wheat grains, in as much as the respective brand names are 

descriptive, the cans alike only in size, and the labels and printing 

thereon both different. 

In equity. Action for unfair competition. On appeal from 
decree in favor of plaintiff. Reversed, with instructions to dis- 
miss. 


Preston, Thorgrimson & Turner, of Seattle, Wash., for appel- 
lant. 


Frencu, J.: The Whole Grain Wheat Company is a corpora- 
tion organized under the laws of the State of Arizona. Its place 
of business is in the city of Chicago, in the State of Illinois. It 
is engaged in manufacturing and selling to distributors a so-called 
food product, which it designates as “Whole Grain Wheat.” The 
product is wheat in its natural state, cooked in water with a small 
quantity of sea salt added. As described by the president of the 
corporation, “it is natural wheat that has been prepared and cooked 
without oxidation, so as to produce in the user the same biological 
effect as though the wheat were raw and uncooked.” The product 
is sold in hermetically sealed tin cans capable of holding 11 ounces 
in weight of the product. The can is covered with a paper label, 
on which are printed directions for the use of the product, and a 
statement of the benefits derived from its use. The conspicuous 
part of the label are the words “Whole Grain Wheat.” These 
are printed in white letters on a blue background; the word “Grain” 
being immediately under the word “Whole,” and the word “Wheat” 
immediately under the word “Grain.” 

The record discloses that the phrase “Whole Grain Wheat” 
has not been copyrighted by the manufacturer as a trade-name, 
and it seems to indicate that the process used in the manufacture 
of the product has not been patented, although the can introduced 
in evidence as an exhibit bears on its label the words “Process 
patented Jan. 6, 1920.” The respondent, Whole Grain Wheat 
Distributing Company, is a corporation organized under the laws 
of the State of Washington, and is the general distributor of the 
product for the western part of the State of Washington. The 
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Arizona corporation has two other general distributors of its prod- 
uct within the state, one located at the city of Yakima and the 
other at the city of Spokane. Shipments to these distributors are 
made in carload lots. 

The Dr. Brent’s Nature Food Company is also a corporation, 
with its principal place of business at the city of Portland, in the 
State of Oregon. It manufactures and sells a product called 
“Honeyed Whole Wheat.” ‘The president of the company de- 
scribes the composition of the product and its process of manu- 
facture in the following words: “It is composed of hard winter 
wheat, ripe red wheat, placed in the can, with water, salt and an 
amount of honey, vacuumed and still raw, and then cooked by a 
slow-cooking process.” He further testified that his product did 
not differ from the product of the Arizona company in process 
of manufacture or in content, except his contained honey, while 
the other did not. The product is sold in cans of the same size 
and shape as that of the Arizona company. The can, like the can 
of the Arizona company, is covered with a paper label, on which 
are printed directions for the use of the product and a statement 
of the beneficial effects arising from its use. The conspicuous 
part of the label printed on the wrapper are the words “Whole 
Wheat.” These words are printed in white letters on a red back- 
ground; the word “Wheat” appearing under the word “Whole.” 
Above the word “Whole” is printed in a less conspicuous and a 
different style of type the word “Honeyed.” Looking at the cans 
from a short distance away, in the manner they would be viewed 
on the shelf of a grocer, the printing visible on the one are the 
words “Whole Grain Wheat,’ and on the other “Whole Wheat.” 
The product of the Whole Grain Wheat Company was first placed 
on the market in the year 1917, and, beginning with the year 1924, 
considerable quantities of the product have been sold in the State 
of Washington under its labeled name. 


The appellant, Bon Marche, is a corporation, conducting a 
department store in the city of Seattle. On March 10, 1927, it 
caused to be inserted in a daily paper published in that city the 
following advertisement: 
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“Honeyed Whole Grain Wheat 
“Dr. Brent’s Health Food 
“Cooked Ready to Eat 


“Dr. Inns V. Brent, dietitian and food expert, will be in the food 
department the remainder of the week to explain the importance of using 
whole grain wheat. Cooked in the can without oxidation. 


“11-Ounce Cans, 2 for 25c 
“One Dozen Cans $1.50 
“Main Floor, The Bon Marche.” 

On the left side of the body of the advertisement is a picture 
of Dr. Brent, and on the right side a picture of the can. The 
picture seems to be a copy of a miniature photograph of the can, 
taken from what might be called a front view. The printing thereon 
capable of being read with the naked eye are the words “Whole 
Wheat.” Dr. Brent was at the place of business of the appellant 
some days following the date of the advertisement, and explained 
to inquirers visiting the store the nature of the product. There 
were also distributed to the patrons of the store copies of a circular 
prepared by Dr. Brent, which described the product; the con- 
spicuous words describing the product, printed in capital letters, 
were these: 


“HONEYED WHOLE WHEAT 
“THE WHOLE GRAIN WHEAT IN A CAN 
“COOKED READY TO EAT.” 

When the advertisement and circular appeared, the respondent 
corporation complained to the appellant of the use of the name, 
contending that its use was unfair competition, and an infringe- 
ment upon the respondent’s trade-name, and shortly thereafter 
began the present action to restrain the appellant from advertising 
and selling the Dr. Brent product under the name of “Whole 
Grain Wheat” or “Whole Wheat.” 

After issue had been joined on the allegations of the com- 
plaint, the cause was tried as one of equitable cognizance. The 
trial court found as fact that the words “Whole Grain Wheat’ 
were not a mere descriptive term, but an original combination of 
words, which could be appropriated as a trade-name to the exclu- 
sion of its use by others. It found that the term “Whole Wheat” 
was not so far imitative of the term “Whole Grain Wheat” as to be 
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an infringement on it, holding, however, upon the facts shown, 
that the appellant was advertising and selling the product of Dr. 
Brent under the name of the product of the respondent. The 
operative words of the decree entered are the following: 


“1. That the defendant, the Bon Marche, be and it is hereby per- 
petually enjoined from selling any product as a whole grain wheat product, 
other than the product produced by the Whole Grain Wheat Company 
and distributed in the city of Seattle and vicinity by the plaintiff. 

“2. That said defendant is likewise perpetually enjoined from repre- 
senting to its customers or prospective customers that any product sold 
by it is, in fact, a whole grain wheat product unless such product be that 
produced by the said Whole Grain Wheat Company. 

“3. That said defendant be perpetually enjoined from making said 
representations either orally or in writing or in printing. 

“4. That the plaintiff do have and recover of and from the defendant 
as damages herein the sum of Fourteen and 1%po9 dollars ($14.18).” 

The respondent has not appeared in this court, and we have 
before us only the contentions of the appellant and its arguments 
in support thereof. These contentions are three in number, and 
are stated in the language of its counsel as follows: 


“I. The words ‘whole grain wheat’ are descriptive and therefore not 
susceptible of protection as a common-law trade-mark. 


“II. The words ‘whole grain wheat’ have not acquired a secondary 
meaning. 


“III. Assuming that the words ‘whole grain wheat’ have acquired 
a secondary meaning, the appellant is not guilty of unfair competition.” 

The rule that a word or combination of words merely descrip- 
tive in character cannot be wholly appropriated, to the exclusion 
of others who are manufacturing a like product, is well settled. 
26 R. C. L. p. 849. We think it is plain that the words here used, 
“Whole Grain Wheat,” are descriptive only. In fact, it was 
admitted by the president of respondent company while he was 
testifying that he could think of no other or better description of 
the product, and the same admission and statement was made by 
other officers and members of the company. As illustrative of the 
fact that words which are purely descriptive of the product cannot 
be copyrighted many cases are cited in the note given in R. C. L., 


supra, and all of these cases which we have examined fully sup- 
port the text. 
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That the words “Whole Grain Wheat” have not acquired a 
secondary meaning we think clearly appears from the testimony 
of respondent’s own witnesses. When purchasing, they ask for 
“Whole Grain Wheat.” Their testimony shows conclusively that 
most of these witnesses at least knew that they were not purchasing 
respondent’s product; that they were interested only in getting 
whole grains of wheat cooked and prepared for food, much the 
same as customers many times ask for “rolled oats,” without having 
any particular idea or caring who manufactured the rolled oats 
sold to them. But in any event we think it clearly appears that 
the appellant is not guilty of unfair competition. The rule on 
this subject is well stated in the case of Vacuum Oil Co. v. Climax 
Refining Co. (C. C. A.) 120 F. 254, 256, as follows: 


“That a descriptive word or sign or symbol, descriptive from popular 
use in a descriptive sense, may acquire a secondary significance denoting 
origin or ownership, is true. But this secondary significance is not pro- 
tected as a trade-mark, for a descriptive word is not the subject of a 
valid trade-mark; the only office of a trade-mark being to indicate origin 
or ownership. When a descriptive or geographical word or symbol comes 
by adoption to have a secondary meaning denoting origin, its use in this 
secondary sense may be restrained, if it amounts to unfair competition. 


In such case, if the use of it by another be for the purpose of palming 
off the goods of one as and for the goods of another, a court of equity 
will interfere for the purpose of preventing such a fraud. But this kind 
of relief depends upon the facts of each case, and does not at all come 
under the rules applicable to the infringement of a trade-mark.” 


Or, as stated in 26 R. C. L. p. 875: 


“Unfair competition ordinarily consists in the simulation by one per- 
son, for the purpose of deceiving the public, of the name, symbols or 
devices employed by a business rival, or the substitution of the goods or 
wares of one person for those of another, thus falsely inducing the pur- 
chase of his wares, and thereby obtaining for himself the benefits properly 
belonging to his competitor. The rule is generally recognized that no one 
shall by imitation or unfair device induce the public to believe that the 
goods he offers for sale are the goods of another, and thereby appropriate 
to himself the value of the reputation which the other has acquired for 
his own product or merchandise. Thus the cases are in accord in holding 
that it constitutes unfair competition to use a rival’s bottle, tank, or 
package for the sale of a competing product, where the purpose and effect 
of such use are to enable the producer or retailer to pass off the user’s 
product as the product of the manufacturer originally using the tank, 
bottle, or container.” 


Bearing in mind that the words in large type on the cans 
containing respondent’s product are “Whole Grain Wheat” and 
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that the words on the appellant’s product are “Honeyed Whole 
Wheat”; that the cans are alike in but one particular, and that is 
the size, and this the same standard size in which dozens of dif- 
ferent products are every day vended from the grocery stores of 
every community; that the labels are different; that the printing 
contained on the cans is entirely different; and when it is remem- 
bered that, as was stated in Warner & Co. v. Eli Lilly & Co., 265 
U. S. 526, 44 S. Ct. 615, 616, 68 L. Ed. 1161 [14 T.-M. Rep. 247], 
“the use of a similar name by another to truthfully describe his 
own product does not constitute a legal or moral wrong, even if its 
effect be to cause the public to mistake the origin or ownership 
of the product,’ we are unable to find any unfair competition, or 
any competition whatsoever, excepting that which is perfectly law- 
ful and legitimate. 

Reversed, with instructions to dismiss. 

MircHe tt, C. J., and Parker, Totman, Hotcoms, Minvarp, 
and Main, JJ., concur. 


Beats, J. (dissenting): While, in my opinion, the decree 
entered in this action is too broad in its scope and should be modi- 
fied, I believe that respondent is entitled to some relief, and that 
the action should not be dismissed. I therefore dissent from the 
conclusion reached by the majority. 


RosENBERG Bros. & Co. v. THe Simon Levin & Sons Co. 


United States Court of Customs and Patent Appeals 
February 21, 1930 


Trape-Marxs—Opposition—ConrFuiicTinGc Marks. 

A mark consisting of the words “College Park,” beneath a design 
representing an entrance to college grounds, held not to be confus- 
ingly similar to a mark, consisting of the words “Fashion Park,” and 
the representation of two men on horseback, both marks being used 
on men’s outer clothing. 


Appeal from a decision of the Commissioner of Patents, dis- 
missing a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision, see 17 T.-M. Rep. 498. 
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Clarence G. Campbell, of New York City, for appellant. 
Thomas J. Mead, Jr. (Browne & Phelps, of counsel), all of 
Washington, D. C., for appellee. 


Before GrauaM, Presiding Judge, and Brann, HatFie.p, Gar- 
RETT, and Lenroot, Associate Judges. 


Garrett, J.: The question here involved is the right of 
appellee to have registered as a trade-mark the words “College 
Park” printed beneath a figure or design representing the entrance 
to either a college building or college grounds, having in the open- 
ing between the pillars and beneath an arch an open book with a 
lighted lamp or torch. 

The application is opposed by appellant upon the ground that 
it is the owner of a mark, “Fashion Park,’ associated or used in 
connection with a representation of two men on horseback, regis- 
tered in the United States Patent Office in three different forms, 
the distinguishing feature in each of the forms being the words 
“Fashion Park.” 

The Examiner of Trade-Mark Interferences found that no 
confusion in trade would be likely from the use of the two marks 
and dismissed the opposition, holding applicant to be entitled to 
the registration sought. This action was affirmed by the Commis- 
sioner and appeal was taken, bringing the matter before us. 

In his decision, the Commissioner said: 

“Notwithstanding that both marks include the word “Park,” the gen- 


eral appearance and signification of the marks in their entirety are too 
different to justify a conclusion of confusion of origin.” 


It is conceded that appellant adopted and applied its mark 
first and that the goods of the respective parties are of the same 
descriptive properties, viz., men’s outer clothing. 

The question for our determination, therefore, is whether the 
marks themselves are so similar as that their use in commerce 
would be likely to cause confusion in the minds of prospective 
purchasers. 
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Testimony was taken in the case and no instance of confusion 
was shown to have occurred. The brief of appellant (opposer) 
in summing up its contentions does say: 


“Likelihood of confusion of goods of applicant with those of opponent 
clearly evidenced at Baltimore, Md., as well as elsewhere.” 


The only basis for this appears to be that a witness testified 
that opposer had a dealer at Baltimore who handles its goods. ~ 
The witness was not asked about confusion at Baltimore or else- 
where. No effort was made to show confusion; no testimony was 
taken upon that question, and the whole matter is left to depend 
upon the inference which the tribunals of the Patent Office were, 
and this court now is, asked to draw from the designs themselves. 

An inspection of these designs leads us to conclude that there 
is no reasonable ground upon which to base a belief that confusion 
is probable or likely. There is no similarity of appearance in the 
designs. The words, when pronounced, do not have the same 
sound, except the one word “Park,” which cannot, standing alone, 
be taken as the dominating characteristic of either of the marks. 


It is not contended that anyone can secure the exclusive right to 
use the word “Park,” and we do not understand the law to deny 
registration to one combination which includes part of another com- 
bination unless the former is so similar to the latter as to create 


confusion. 

To our minds there is no similarity of meaning between the 
words “College” and “Fashion,” which justifies the conclusion that 
“College Park” is likely to be confused with “Fashion Park,” 
although used upon goods of the same descriptive properties. This 
is particularly true when the other features of difference in the 
designs are considered. 

The decision of the Commissioner of Patents is affirmed. 


Lenroort, J. (dissenting): I regret that I find myself unable 
to concur in the opinion of the majority. 

The goods upon which the respective marks “Fashion Park” 
and “College Park” are used are identical in kind. 
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The record shows that appellant adopted the trade-mark 
“Fashion Park” not later than 1915, and that it has carried on a 
very extensive advertising campaign, at a cost of approximately 
eight million dollars, with the words “Fashion Park” as the leading 
feature of its advertisements, and has built up a nation-wide busi- 
ness in clothing bearing its trade-mark. 

The application of appellee recites that it has used the words 
“College Park” upon men’s suits and overcoats since February 1, 
1926. 

The majority opinion states: 


“To our minds there is no similarity of meaning between the words 
“College” and “Fashion,” which justifies the conclusion that “College Park” 
is likely to be confused with “Fashion Park” although used upon goods 
of the same descriptive properties.” 

In my opinion, the word “College” as used as a mark upon 
men’s clothing conveys the idea of fashion, insofar as college stu- 
dents are concerned. It is a matter of common knowledge that the 
style of clothes worn by college students is to a very substantial 
degree followed by the young men of the country. Therefore, the 
word “College” as a mark upon clothes has very much the same 
meaning as “Fashion,” and when combined with the word “Park,” 


forming the trade-mark “College Park,” conveys the same meaning 
to the college students, at least, as does the trade-mark “Fashion 
Park.” 


The testimony of appellant shows that it caters to college 


trade and develops models particularly adapted to college wear. 
The testimony upon this subject is as follows: 


“Q. What do you consider the principal clientele of Rosenberg Bros. 
& Co. in their Fashion Park goods? 

“A. Fashion Park caters principally to the taste of young men 
developing most of its models in keeping with their requirements. This 
means, of course, that we actually cater to the college man because his 
taste predominates the style in young men’s clothes. 

“Q. Do you emphasize in any of your advertising material the fact 
that you cater to the college man’s taste? 

“A. Publicity service and cuts are furnished to the dealers showing 
models particularly adapted to college wear. In our ‘copies of dealer 
ads’ (Exhibit F) are two of these ads, one bearing the name of S. L. 
Bird & Sons, Detroit, Mich., featuring the Royal Park models as ‘College 
men prefer. Another bearing the name of Jacob Reed’s Sons, located 
in Philadelphia, Pa., also featuring Royal Park as ‘Styled for Yale and 
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Princeton men everywhere.’ I have marked these two ads ‘A’ and ‘B,’ 
respectively, with a blue crayon so as to identify them. 

“Q. Were these advertisements as shown in this Exhibit F actually 
used by your dealers? 


“A. They were by many of them. 


“Q. Then you do cater to college trade and develop models par- 
ticularly adapted for college wear? 
“A. Yes, we do. 


“Q. Do any of your dealers cater particularly to the college trade? 
I mean actually send salesmen directly to the college? 

“A. Yes, for example, Finchley, Inc., New York City. 

“Q. For how long and how extensively has Finchley done this? 

“A. For five or six years at least. Salesmen are sent to all of the 
leading colleges throughout the entire United States. 

“A. And do the goods so sold by Finchley to the college trade 
directly carry the trade-mark label, ‘Fashion Park’? 

“A. They do. That has always been the practice and still is today.” 

Appellee, in its brief, in attempting to distinguish between the 


two marks, states: 


“‘Fashion Park’ suggests the ultra in men’s wear, and more par- 
ticularly the mode set by people of wealth and leisure who can afford to 
take time to ride around in Fashion Park properly attired. 

“‘College Park,’ on the other hand, suggests a mode reflecting the 
studied carelessness and freedom from convention proverbially affected 
by college men.” 

I cannot accept any such restricted meaning of either mark. 
“Fashion” is defined in the Standard Dictionary as “The prevail- 
ing mode in such things as are subject to change in form or style, 
as in ornament or etiquette, and especially dress.” 

College dress is a “fashion” or “prevailing mode” adopted 
by college men; the words “College Park,’ used by appellees, 
indicate such fashion and appellant’s mark includes it, as the testi- 
mony conclusively shows. Therefore, as applied to clothing worn 
by college students, at least, both marks have exactly the same 
significance, and it necessarily follows that the two marks are 
likely to cause confusion in the mind of the public, especially that 
part of it to which both parties cater, viz., college men. 

If there be doubt upon this question, it should be resolved in 
favor of appellant. In Kassman & Kessner, Inc. v. Rosenberg 
Bros. & Co., 10 Fed. Rep. (2d) 904, a case involving one of the 
marks here involved, “Fashion Park,’ the court said that where 
doubt arises on a question of this character, the courts incline to 
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resolve the doubt against the newcomer, and gave the reason as 
follows: 


“The reason for this rule is that the field from which a person may 
select a trade-mark is practically unlimited, and hence there is no excuse 
ee upon or even closely approaching the mark of a business 

In the case at bar, appellee had thousands of words from which 
to select a trade-mark. There was no reason why it should select 
the particular combination of the words “College” and “Park,” 
unless it was to approach as nearly as possible to the mark of 
appellant, without infringement, and profit by purchasers thinking 
that the clothes made by it were those made by appellant. 

It has been held that it is the duty of the Patent Office to 
refuse registration to one whose use of the mark has been of such 
deceptive character that a court of equity would deny him protec- 
tion. Coffin Redington Company v. Turner, 46 App. D. C. 449. 
This is certainly the law where the marks are applied to identical 
goods, and I cannot believe that a court of equity would uphold 
the mark of appellee. It has been held in many cases that the law 


of trade-marks is but a part of the broader law of unfair competi- 
tion. 


In United Drug Co. v. Rectanus Co., 248 U. S. 90 (39 S. Ct. 
Rep. 48 [9 T.-M. Rep. 1]) the function of a trade-mark was 
stated as follows: 


“Its function is simply to designate the goods as the product of a 
particular trader and to protect his good-will against the sale of another’s 
product as his... .” 

If appellee had desired in good faith to adopt a trade-mark 
“to protect his good-will against the sale of another’s product as 
his,” it would seem that he would have selected a mark so dis- 
similar to the mark of a competitor that there would be no possi- 
bility of confusion. If it desired to use the word “College” as a 
part of its mark it had a perfect right to do so, but why did it 
select the word “Park” to use in combination with the word “Col- 
lege” when it must have known that a strong competitor was using 
the word “Park” in combination with the word “Fashion”? There 
are hundreds, if not thousands, of words that might have been used 





ROSENBERG BROS. & CO. V. THE SIMON LEVIN & SONS CO. 75 


by appellee instead of the word “Park,” or a like number that 
might have been used in combination with the word “College.” 
The conclusion to me is irresistible that in selecting the words 
“College Park” appellee hoped to secure a benefit from appellant’s 
mark by reason of.their similarity, and I am of the opinion that 
there wags ample ground for such hope. 

The majority opinion makes mention of the fact that no con- 
fusion was shown in the testimony and no effort was made to show 
it. Proof of actual confusion is always very difficult to secure. 
Search would have to be made among customers to find those who 
had been misled. But it is not necessary to show actual confusion 
by testimony, nor need there be any presumption of actual con- 
fusion. The language of the statute is: “likely to cause confusion 
or mistake.” The law is that the mere probability of confusion 
as a result of the use of the marks by the respective parties is 
sufficient. Rockwood Pottery Co. v. A. Wilhelm Co., 43 App. 
D. Cc, 1. 


In the case of Rosenberg Bros. § Co. v. Wetherby-Kayser 


Shoe Co. [20 T.-M. Rep. 51], decided at this term, the appellant 
there being the appellant here, the marks involved were “Fashion 
Lane,” used by appellee on men’s, women’s and children’s footwear, 
and “Fashion Park,’ “Fashion Park Clothes,” and “Tailored at 
Fashion Park,” each of said last named marks being superimposed 
upon a small cut or representation of two persons on horseback, and 
used by appellant on men’s coats, vests, pants and overcoats. The 
question involved was whether the said mark of appellee so nearly 
resembled the marks of appellant as to be likely to cause confusion 
or mistake in the inind of the public, or to deceive purchasers. We 
there held that the words “Park” and “Lane,” in combination with 
the word “Fashion” and the other elements of the respective marks, 
as applied to the various goods upon which they were used, were 
not so similar as to cause confusion. Had the marks in that case 
been used upon identical goods, as are the marks here involved, 
a very different question would have been before us. It is clear 
that marks may be so similar as to cause confusion if used upon 
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goods identical in kind, but so dissimilar that no confusion would 
arise if used on goods not identical in kind. 

This dissent is lengthy because I feel very strongly that what 
seems to me to be an erroneous conclusion of the court will en- 
courage the application for registration of trade-marks, used upon 
goods identical in kind, with a purpose and intent by the applicant 
of approaching as nearly as possible the mark of a competitor to 
which he is entitled, with a hope of securing benefits therefrom. 

In my opinion, the decision of the Commissioner should be 
reversed. 


Bianp, J., concurs in this dissent. 


INTERNATIONAL SILVER CoMPANY v. THE AMERICAN SILVER 
CoMPANY 


THE AMERICAN SILVER CoMPANY V. INTERNATIONAL SILVER 
CoMPANY 


United States Court of Customs and Patent Appeals 


February 21, 1930 


Trape-Marks—ConrFiictinc Marks. 
A trade-mark consisting of, the numeral “1875” held confusingly 


similar to one consisting of the numeral “1847,” both used on silver- 
ware. 


Conruictinc Marxs—AtTTrentTiIon oF PuRCHASER. 

Two marks used on silverware, consisting respectively of the 
symbols “Rogers Bros. 1847” and of “A. S. Co. 1857,” held not to be 
confusingly similar, in as much as the literal elements in each are 
different; the nature of the goods is such that more than ordinary 
attention is given the marks by purchasers. 


Appeal from a decision of the Commissioner of Patents, dis- 


missing a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision, see 18 T.-M. Rep. 241. 


Bartlett § Brownell (John P. Bartlett and Chas. L. Sturte- 
vant, of counsel), all of New York City, for International 
Silver Co. 
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Mitchell §& Bechert (Robt. C. Mitchell and G. H. Mitchell, of 
counsel), all of New York City, for The American Sil- 
ver Co. 


Lenroot, J.: These cases come before us for review on 
appeals of both parties from a decision of the Commissioner of 
Patents in a trade-mark case. 

The applicant, The American Silver Company, on July 13, 
1925, filed an application for the registration of the mark “1857,” 
and on January 9, 1926, filed a second application for the regis- 
tration of the mark “A. S. Co. 1857,” both marks being used upon 
silverware. International Silver Company filed oppositions to 
both applications, claiming use of the trade-mark “1847 Rogers 
Bros.” upon the same kind of goods, and alleging damage if said 
applications were allowed. The two oppositions were consolidated 
by the Patent Office. 

The Commissioner of Patents affirmed the decision of the 
Examiner of Trade-Mark Interferences, sustaining the opposition 
to the registration of applicant’s mark “1857,” adjudging the appli- 
cant not entitled to such registration, and dismissing the opposition 
to the registration of applicant’s mark “A. S. Co. 1857,’ and 
adjudging the applicant entitled to such registration. 

The opposer appeals from that part of the decision relating 
to the mark “A. S. Co. 1857,” and applicant appeals from that 
part of the decision relating to the mark “1857.” 

Both parties took testimony. 

The Commissioner found that opposer, through its prede- 
cessor, has used its mark upon silverware continuously since as 
early as 1862, and has built up a very large business, with expendi- 
tures in advertising sometimes reaching half a million dollars per 
year; that its business has been very largely conducted on the 
advertising set forth in connection with its trade-mark “1847 
Rogers Bros.” ; that opposer has never used the date “1847” alone 
or dissociated with the words “Rogers Bros.’ He further found 
that applicant has used its mark “A. S. Co. 1857,” enclosed in 
lozenge-shaped panels, since about June 1, 1925, but has used the 
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date “1857” since about November 1, 1894; that the applicant 
took over the silver plating business of another company which 
began making and selling silver plated table ware in 1857, when 
such firm took over the business of still another company that had 
succumbed to the effects of the panic of 1857; that the date “1857” 
had long been used by applicant to indicate when the business to 
which it had succeeded had begun; that the date “1857” alone does 
not appear ever to have been used by the applicant, but it was 
used in connection with the words “Welch-Atkins XXX” as early 
as November 1, 1894, and such trade-mark was registered in 1895. 


The Commissioner, after finding in substance the foregoing, 
said: 


“From the foregoing, it is clear that neither party has ever used the 
date alone but only in connection with other distinguishing words or 
letters. These dates are important dates in connection with the respec- 
tive histories of the establishment of the opposer and applicant com- 
panies. Their similarity as to three figures seems accidental. It is be- 
lieved, even if the applicant company were otherwise entitled to registra- 
tion of the numbers comprising the date, which alone it has never used 
as a trade-mark, yet it should not be permitted registration in view of 
these numbers being so deceptively similar to the numbers indicating the 
date in opposer’s trade-mark. It is believed the conclusion of the Exam- 
iner of Interferences sustaining the opposition as to this application of 
the applicant company is sound. 

“Regarding the application No. 225,691, wherein registration of the 
combination mark ‘A. S. Co. 1857’ arranged in two lozenge-shaped panels 
is sought, it appears this mark is not similar to that of the opposer. 
While there is some similarity in connection with the respective dates 
included in the two marks, yet the distinguishing features are believed to 
be sufficient to prevent confusion or mistake in the mind of the public. 
It is evident that the applicant has not sought to adopt a mark similar to 
that of the opposer but in adopting the combination mark including the 
date when its business may be said to have been started, it has merely 
adopted a date having some numbers similar to those appearing in the 
date included in the opposer’s mark.” 


We are of the opinion that the testimony and record support 
the conclusions of the Commissioner. 

The testimony shows that purchasers of the silverware bear- 
ing the trade-mark “1847 Rogers Bros.’’ very frequently order it 
by reference to the numerals “1847” alone. If the numerals 
“1857” alone were used by applicant, purchasers might be mis- 
led, believing that they were purchasing goods manufactured by 
the owner of the trade-mark “1847 Rogers Bros.” While it is not 
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entirely clear to us that confusion would be likely to result from 
the use by applicant of the numerals “1857” as a trade-mark, we 
think the doubt should be resolved in favor of the opposer who is 
the prior user in good faith. Wayne Co. Preserving Company v. 
Burt Olney Canning Company, 32 App. D. C. 279. 

As to the application for the registration of the combination 
mark “A. S. Co. 1857,” we believe that the use of the letters ‘A. S. 
Co.” in combination with the numerals “1857” sufficiently dis- 
tinguishes the goods bearing said combination from goods bearing 
the trade-mark “1847 Rogers Bros.,” so that confusion or mistake 
in the mind of the public is not likely to result therefrom. 

We may take judicial notice of the fact that the purchase of 
silverware, sterling or plated, involves a considerable degree of 
care and discrimination upon the part of the purchaser. The 
goods are valuable. They are not a matter of everyday purchase 
upon the part of an individual, like food products or other products 
that require frequent replacement. A person might purchase silver- 
ware bearing the mark “1857” alone in the belief that he was 


buying goods manufactured by the owner of the mark “1847 Rogers 
Bros.,” but we do not think this confusion is likely to occur with 
the mark “A. S. Co. 1857.” 

Were the goods upon which the marks are used of a character 
involving less discrimination and care in their purchase, we might 
come to a different conclusion. 

The decision of the Commissioner is affirmed. 


Suarp & Doume v. Parke, Davis & Co. 
United States Court of Customs and Patent Appeals 
February 21, 1930 


Trape-Marxs—OppositioN—ConFLictinc Marks. 

A mark consisting essentially of a round-cornered rectangular 
label, having light and heavy border lines, a broad band across the 
lower end and a second band across the upper end, said bands being 
shown in blue black, the whole displaying the name “Sharp & Dohme” 
in reverse letters, held to be deceptively similar to a mark consisting 
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of substantially the same band effect, shown in blue, brown, red and 
black, with the name “Parke, Davis & Co.” appearing thereon in 
reverse letters. 

Ricut to Recisrer—Martrer 1x Common : Use. 

The fact that features common to the labels of both applicant and 
opposer have been commonly used by others cannot be asserted by 
applicant to support his right to register. 

Appeal from a decision of the Commissioner of Patents in an 
opposition, refusing registration. Affirmed. For the Commis- 


sioner’s decision, see 18 T.-M. Rep. 243. 


Pennie, Davis, Marvin & Edmonds (Dean S. Edmonds, Frank 
E. Barrows, George J. Hesselman, C. M. Fisher and 
R. K. Stevens, of counsel), all of New York City, for 
appellant. 

Gifford § Scull (Newton A. Burgess and Horace W. Bigelow, 
of counsel), all of New York City, for appellee. 


Before Grauam, Presiding Judge, and Buianp, Hartrie.p, 
Garrett, and Lenroot, Associate Judges. 


GrauaM, P. J.: Sharp & Dohme, of Baltimore, Md., filed 
an application for registration of an unregistered trade-mark used 
by it on a large number of chemicals, medicines and pharmaceutical 
supplies, which it claims has been in use since February 15, 1922. 
The mark is thus described: 


“A parallelogram having rounded corners and defined by light and 
heavy border lines, a broad band extending across the lower end of the 
panel and a second band extending across the panel near the upper end 
thereof, and there being light lines adjacent both bands connecting the 
light border lines.” 

Parke, Davis & Company, a Michigan corporation, filed opposi- 
tion to said registration, claiming that it was the owner of a trade- 
mark substantially identical with the one so proposed to be regis- 
tered, which it had been using continuously upon goods of the 
same descriptive properties, since on or about February 8, 1902, 
and that such registration would cause confusion and damage to 
opposer. 


The Examiner of Interferences sustained the opposition and, 


on appeal, this decision was affirmed by the Commissioner. 
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A considerable amount of testimony was taken and is before 
us. From this it appears that the contentions made by opposer 
are correct and that for many years before the applicant used this 
form of label, the opposer used practically the same label and had 
introduced it to the trade throughout the United States. It is true 
that the opposer used, as its band color, blue, brown, red and 
black, according to the class of preparation which was marked, 
and that the applicant used blue-black as its band color. In the 
application, however, Sharp & Dohme does not confine itself to 
any particular color scheme, even if such difference in color were 
material, which question is not before us here. 

The only other appreciable difference in the marks is that 
upon the lower band of applicant’s mark appears in reverse letters 
the name “Sharp & Dohme, Baltimore,’ while on opposer's mark 
the words are, in like reverse letters, “Parke, Davis & Co.” Under 
the provision of the statute, the name “Sharp & Dohme” is not 
registrable unless it is printed in some particular or distinctive 
manner. Section 5, Act of February 20, 1905, as amended. 33 
Stat. 724. It is not claimed that the form or design of the reverse 
letters which applicant uses differs from those of the opposer. If 
there is any distinction in the way in which the names are used, 
it must be in the general appearance of the mark which appellant 
desires to register. This, as we have seen, is practically identical 
with the one used by the opposer. Hence, there appears to be 
nothing distinctive and registrable. 

To support its contentions the applicant insists that for many 
years, and prior to opposer's use of the same, the two-band, 
reverse type label was commonly used in the medicine and phar- 
maceutical trade and from this it argues that where the only simi- 
larity between an opposer’s mark and an applicant’s mark is due 
to features common to the trade, the opposition should be dis- 
missed. In support of this proposition it cites Alaska Packers’ 
Ass’n v. Getz Bros. § Co., 49 App. D. C. 55, 258 Fed. 527 [9 T.-M. 
Rep. 364, 865]; Goodall Worsted Co. v. Palm Knitting Co., 56 
App. D. C. 148, 10 Fed. (2nd) 1013 [16 T.-M. Rep. 91]; and 
Booth Fisheries Co. v. Adams § Sons Grocer Co., 56 App. D. C. 
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142, 10 Fed. (2nd) 1007 [16 T.-M. Rep. 89]. We are unable to 

see how the cases cited are in point. In each of them the marks 

of opposer and applicant were different; here they are identical. 
Said Section 5 of the statute provides: 

“Provided, that trade-marks which are identical with a registered or 
known trade-mark owned and in use by another and appropriated to 
merchandise of the same descriptive properties, or which so nearly resem- 
ble a registered or known trade-mark owned and in use by another and 
appropriated to merchandise of the same descriptive properties as to be 


likely to cause confusion or mistake in the mind of the public or to de- 
ceive purchasers shall not be registered. . . .” 


This statute is plain and definite. If the mark which appli- 
cant seeks to register upon goods of the same descriptive proper- 
ties is the same as an opposer’s registered mark, then the appli- 
cant’s mark cannot be registered. It is unimportant what rights 
others may have as against the opposer’s mark—the applicant has 
no right to assert them in such proceeding. The same principle 
would be applicable to known owned unregistered trade-marks. 

Reference may be had, in this connection, to Canterbury Candy 
Makers v. Brecht Candy Co., 54 App. D. C. 82, 294 Fed. 1013 


[14 T.-M. Rep. 128]. This was a trade-mark cancellation pro- 
ceeding in which the use of a representation of a sign with the 
name of the maker upon it, as a trade-mark, was involved. The 
petitioner had registered its mark, also a representation of a sign, 
before the registration of the defendant. The court said in part: 


“It is urged by the registrant that others engaged in the same line 
of business are using signs as trade-marks. This may be conceded, but 
it furnishes no reason why registrant should be given the sole right to 
employ one. As against the petitioner, the registrant has not an exclusive 
right to the mark. That is all we are concerned about in this proceeding.” 


To the same effect are Hood Rubber Co. v. Needham Tire Co., 
48 App. D. C. 227 [9 T.-M. Rep. 68], and the Standard Brewery 
Co. v. Interboro B. Co., 44 App. D. C. 193 [6 T.-M. Rep. 139]. 

We are of opinion the decision of the Commissioner was right, 
and it will be affirmed. 
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Watter Baker & Company, Lrp. v. Attamay CHocouate Co. 
United States Court of Customs and Patent Appeals 
February 21, 1930 


Trape-Marxs—Marxs Pusiict Juris. 

The representation of a woman, in a composite mark used on 

chocolate preparations, held publici juris. 
ConFiictinc Marxs—DirrerEnTIATING FEATURES. 

Two marks consisting the one of a partial representation of a 
woman in the act of pouring a liquid from a pot into a cup, the word 
“Altamay’s” in large letters appearing at the left of the figure of 
the woman, and the other of a figure of a girl or woman in Quaker 
costume, wearing a cap and white kerchief about her shoulders, with 
a white apron, carrying a tray upon which appears a cup and saucer, 
held not to be deceptively similar, being distinguishable by the word 
“Altamay’s” appearing in the former mark. 

Appeal from a decision of the Commissioner of Patents, dis- 
missing a trade-mark opposition. Affirmed. For the Commis- 


sioner’s decision, see 18 T.-M. Rep. 256. 


Putnam, Bell, Dutch & Santry (Stoughton Bell, John S. Pres- 
cott and Parker Dodge, of counsel), all of Boston, Mass., 
for appellant. 

Arthur E. Wallace, of Chicago, IIll., for appellee. 


Lenroot, J.: This is an appeal from the Commissioner of 
Patents, dismissing the opposition of appellant, Walter Baker & 
Company, Ltd., and allowing the registration of a trade-mark for 
appellee, Altamay Chocolate Company. The mark of appellant is 
used upon preparations of chocolate and cocoa, and that of appellee 
is used upon a compound of chocolate, powdered milk and sugar. 
The goods upon which both marks are used have the same descrip- 
tive properties. 

Appellee, on January 30, 1926, made application for registra- 
tion of a composite mark consisting of a partial representation of 
a woman in the act of pouring a liquid from a pot into a cup, and 
the word “Altamay’s” in large letters appearing at the left of the 
figure of the woman, said word being in width about twice the 
width of the said figure; under the name “Altamay’s” is a paraph 
in solid black. There were other words in the combination, set 
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out in appellee’s application, but these have been eliminated and 
the case comes to us with the mark as above described. 

The mark of appellant, first registered in 1905, consists of a 
figure of a girl or woman in a Quaker costume, wearing a cap and 
white kerchief about her shoulders, with a white apron, carrying 
a tray upon which appears a cup and saucer. Only the appellant 
took testimony. 

The question in the case is whether the mark of appellee so 
nearly resembles that of appellant as to be likely to cause confusion 
or mistake in the mind of the public, or to deceive purchasers. 

The only feature in common in the two marks is the figure of 
the woman. The Commissioner in his decision said: 





“Unless it can be held the opposer is entitled to such protection as 
will preclude any later comer from using a trade-mark which includes 
any sort of a representation of a woman, it would seem the opposition 
cannot be sustained. As was noted by the Examiner, the two marks have 
in common only the feature of the representation of the figure of a woman. 
The particular representations are quite different and have nothing else 
in common. The costume of opposer’s waitress is wholly different from 
that shown in the figure adopted by the applicant, and there is nothing 
in common with the tray and the cups of the opposer’s mark and the pot 
and cup of the applicant’s mark. It is believed the holding in the case 
of Nestlé and Anglo-Swiss Condensed Milk Company v. Walter Baker & 
Company, Lid., 167 O. G. 765, 37 App. D. C. 148, is controlling in the 
instant proceeding. In that adjudicated case the court found that appellee, 
opposer here, was not the originator of the mark and that the figure of a 
woman in various costumes had been many times registered as a trade- 
mark, and reached the conclusion that the opposer in the instant case 
was not entitled to such a broad interpretation of its mark or its rights 
as would preclude others from using any representation whatever of the 
figure of the woman in connection with goods of this character. It is 
believed the applicant’s mark in the case at bar is more readily distin- 
guishable from that of the opposer than was that of the appellant in the 
above noted adjudicated case.” 


Were a comparison of the two figures of a woman all that is 
involved, we would be unable to agree with the conclusions of the 
Commissioner of Patents. It is true that there are pronounced 
dissimilarities in the two figures. They face in opposite directions. 
One is pouring a liquid into a cup, the other is carrying a tray. 
One is dressed in a full skirt and the other is not. One is a full- 
length figure, the other is half length, with a mere line suggesting 
the lower portion of the figure. It is stated in the answer of the 
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appellee to the notice of opposition that the figure in its mark is 
a picture of the wife of a member of the appellee firm. No proof 
was offered upon this point, and we mention it only to say that 
it is strange, if the figure represents a modern woman, that she 
was not clothed in a modern waitress’ costume. While, as stated 
by the Commissioner, there are pronounced dissimilarities, were the 
figures of the two marks alone involved, we would be compelled to 
hold that they so nearly resembled each other as to be likely to 
cause confusion or mistake in the mind of the public. It must be 
remembered that chocolate is a food product in daily use, consumed 
by multitudes of people, and the same care and discrimination 
would not be exercised by an ordinary purchaser in buying it as 
would be the case in a more valuable non-consumable article, such 
as was involved in the case of International Silver Company v. 
The American Silver Company, decided by us at this term. (See 
p. 76, ante.). 


However, we agree with the Examiner of Interferences that 
appellee’s mark must be considered as a whole. As we view it, the 


word “Altamay’s” is the most prominent feature of the combination 
mark. It is that feature which first attracts the eye. It is in 
fanciful script, placed in an oblique angle to the figure, and is about 
twice its width, with a striking paraph in solid black underneath. 

Appellant introduced testimony that its goods were often 
called for and spoken of as the “Chocolate Girl’ products, and 
contend that appellee’s mark is confusingly similar to anyone who 
is accustomed to purchase appellant’s goods under the name of 
“Chocolate Girl.” But the Commissioner has correctly stated that 
appellant is not entitled to such protection as will preclude any 
later comer from using any sort of a representation of a woman. 
The words “Chocolate Girl” would apply to any figure of a woman 
in connection with any representation having to do with chocolate, 
however dissimilar in features, costume or pose the two figures 
might be, and appellant concedes that it possesses no exclusive 


right to the figure of a woman in a trade-mark for preparations 
of chocolate. 





86 TWENTY TRADE-MARK REPORTER 


We therefore think that the testimony as to purchasers of 
chocolate designating appellant’s products as “Chocolate Girl” 
products is immaterial to the question here involved. 

Considering the mark applied for by appellee in its entirety, 
and that the dominant feature of the mark is the word “Altamay’s,” 
we are of the opinion that it does not so nearly resemble that of 
appellant as to be likely to cause confusion or mistake in the mind 
of the public. 

Should appellee vary the combination shown in his application 
by reducing the size of the word “Altamay’s,” or in any other way, 
making the representation of the woman the dominant feature of 
the mark, so that confusion is likely to result from the two marks, 
a court of equity can grant full relief to appellant. 

The decision of the Commissioner is affirmed. 


Tue June Arcnu Brace Co. v. ScHott Mra. Company, INc. 
United States Court of Customs and Patent Appeals 


January 27, 1930 


Trape-Marxs—Opposition—Prioniry—EvimeNce. 
Although the use of a mark in advertising is not sufficient to 


establish ownership, yet advertisements may be corroborative of other 
testimony as to date of use of the mark. 


Appeal from a decision of the Commissioner of Patents, in an 


opposition proceeding. Affirmed. For Commissioner’s decision see 
17 T.-M. Rep. 547. 


W. F. Murray and Frank L. Zugelter, both of Cincinnati, 
Ohio, for appellant. 

Charles W. Hills and Myron G. Clear (A. C. Mabee, of coun- 
sel), all of Chicago, Ill., for appellee. 


Before Grauam, Presiding Judge, and Buanp, Hatriexp, 
Garrett, and Lenroot, Associate Judges. 
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Granam, P. J.: The appellee, Scholl Manufacturing Com- 
pany, Inc., filed its application for registration of trade-mark 
December 1, 1924. The mark in question was a representation of 
a naked foot within an annular life preserver and was applied to 
foot corrective appliances, such as arch supports, toe separators, 
and other like articles. The applicant alleged in its petition that 
it had used the mark continuously on its goods since February, 
1915. The appellant, The Jung Arch Brace Company, filed notice 
of opposition to'said registration, averring itself to be the owner 
of certificate of registration No. 158,216, issued March 14, 1922. 
Said registered trade-mark of appellant consists of a representa- 
tion of the outline of the human foot enclosed within a circle, the 
foot having a representation of a brace or bandage around the 
instep of the same. 


The Examiner of Interferences dismissed the notice of opposi- 
tion and this decision was affirmed by the Commissioner. 

The only question involved is that of priority of use of the 
mark in question. It appears from the record that appellant’s first 


use of its registered mark on merchandise offered for sale was in 
September, 1919. The trade-mark of appellant having been regis- 
tered prior to the application of appellee, the burden of proof is 
upon the applicant, and any doubts will be resolved against him. 
Bluthenthal v. Bigbie, 30 App. D. C. 116; McLean Company v. 
Adams Mfg. Co., 81 App. D. C. 509; In re Nash Hardware Co., 
83 App. D. C. 221; William Wrigley, Jr., & Co. v. Norris, 34 App. 
D. C. 188; Mayer Fertilizer § Junk Co. v. Virginia-Carolina Chemi- 
cal Co., 85 App. D. C. 425. 

We have examined the record and are unable to say that the 
office is in error in finding a prior use of the mark in question by 
appellee. Appellee called three witnesses, William H. Scholl, 
executive of appellee, Daniel W. Landon, treasurer of appellee, 
and Charles H. Gill, advertising manager of appellee from 1917 
to 1928. Scholl testifies that he offered a prize for an acceptable 
sketch for a trade-mark and as a result accepted and adopted the 
mark in question in February, 1915; that he has used the same 
continuously since that time as a trade-mark on arch supports, 
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bunion pads and similar goods. To corroborate this, he offers 
advertisements from two trade papers, issued in March, 1917, 
showing the mark in question. It is true that the mark to be 
effective must be used on the articles offered for sale and that its 
use for advertising only is not sufficient. Battle Creek Sanitarium 
Co. v. Fuller, 30 App. D. C. 411; Columbia Mill Co. v. Alcorn, 
150 U. S. 460 (14 S. Ct. Rep. 151). But the advertisements in 
question are corroborative of the positive testimony of Scholl that 
the mark was used on the goods. 

Scholl’s testimony as to the date of use is also corroborated 
by the testimony of Landon and Gill. 

It is strenuously insisted by counsel for appellant that Exhibit 
4, a pasteboard carton offered in evidence by appellee, is conclu- 
sive proof of a fabricated case on the part of appellee. It was 
found that this carton had two paper covers, the outer one bearing 
the advertisement of appellee, with the mark in question and the 
inner one containing the advertisement, without the mark. In 
addition, George H. Jung, Jr., went into the market on February 
12, 1926, and purchased one of appellee’s appliances, in a carton, 
not having the trade-mark upon it. This carton was offered in 
evidence and is known as Exhibit 24. This, it is claimed, demon- 
strates that the appellee did not, in fact, use the mark, at the early 
date it claims. We cannot follow the appellant in this contention. 
There is no proof in the record as to how long the carton in ques- 
tion had been in the possession of the merchant from whom Jung 
purchased it. Scholl sold his goods in cartons prior to the adop- 
tion of his mark in 1917. If he had cartons on hand at that time, 
nothing is more natural than that he should paste new labels over 
the old ones and thus be able to use the cartons he had on hand. 
Certainly, if appellee intended to fabricate evidence, it would not 
have pasted a properly marked label on the top of one not so 
marked, and thus lay itself open to the liability of discovery. Liti- 
gants fabricating evidence usually do a better job than this. 

We see no reason to disturb the decision of the Commissioner, 
and it is affirmed. 








DECISIONS OF THE COMMISSIONER OF PATENTS 89 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Color 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, under the Act of 1905, the color violet applied to gasoline 
as a trade-mark for the latter. 

In his decision the First Assistant Commissioner noted that 
it was proposed to amend the application to state “the mark con- 
sists of violet coloring matter intimately mixed or dissolved in the 
gasoline” and further noted the statement of the Examiner that 
commercial gasoline, while commonly fairly transparent, frequently 
contains some slight coloration and therefore the public would not 
regard color as a trade-mark. He then stated that it was a matter 
of common knowledge that different companies are putting on the 
market gasoline which had been colored with various colors and 
said: 

“Aside from the question as to whether these various colors found 
in gasoline upon the market and the violet color adopted by applicant 
are added solely for trade-mark purposes or for other reasons, the deci- 
sions relied upon by the Examiner are deemed conclusive that color is 
so frequently applied to various ‘articles, devices and machines that the 
public does not give the significance of a trade-mark to mere color. . . . 
It is not thought the instant case differs in principle from one in which 
an applicant seeks a trade-mark for yarn or paper of a particular color, 
or for woven piece goods of a particular color.” 

After referring to certain decisions discussing the so-called 
“color” trade-marks, he said: 


“While the applicant has referred to a number of registrations of 
trade-marks where color is present, yet in all of them there was some 
particular design, shape or configuration which distinguished from merely 
coloring some article in its entirety of one color.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, under the Act of 1905, as a trade-mark for lubricators, a 
mark stated to consist in “arbitrarily coloring the indicator in the 
top of the movable stem of a lubricator so as to contrast with the 
color of the stem and with the body of the lubricator.” 


*Ex parte General Petroleum Corp. of California, 156 M. D. 274, 
January 20, 1930. 
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In his decision, after noting that the Examiner refused regis- 
tration upon the ground that no particular color was claimed and 
that, even if it had been, the mark would be unregistrable, the 
First Assistant Commissioner said: 


“The indicator on the lubricator is used merely to show whether there 
is sufficient lubricant in the container and it is obviously of advantage 
to have this indicator of;|contrasting color so it can be readily seen or 
observed. It is thought coloring it red or giving it any other contrasting 
color is primarily for the functional purpose of permitting it to be more 
readily seen. It is believed the public would ascribe to this colored indi- 
cator merely such a function|and would not consider that its color was 
used as a trade-mark. It is believed that would be true whether the color 
were red or merely one contrasting with the other parts of the construc- 
tion.” * 














Kinnan, F. A. C.: Held that applicant is not entitled to the 
registration, under the Act of 1905, of “the color blue imparted 
to gasoline as a trade-mark for such goods.” 

With reference to the description of the mark, the First Assist- 
ant Commissioner said: 


Sake o 


“The drawing shows the top of a conventional gasoline pump, the 
gas tank of which is represented as partly filled with gasoline of a blue 
color. It is not clear in just what terms the applicant describes the 
alleged trade-mark. The term ‘blue’ applied to gasoline of such color 
is merely descriptive of the goods and is obviously unregistrable as a 
trade-mark. If the mark be construed to consist of the color blue applied 
to gasoline then the applicant is seeking a trade-mark defined by color 
alone.” 


He then, after stating the general proposition that no one 
can appropriate as a trade-mark a mere color independent of any 


particular design, and citing certain decisions with reference to 
“color” marks said: 







“The appellant presses the view that being unable to actually mark 
gasoline in any other way than that disclosed in the case at bar, the 
holdings in the previously adjudicated cases should not be applied. It 
is not seen that this fact, if it be a fact, justifies or supports a finding 
that the blue color of gasoline can constitute a trade-mark. Coal is sold 
in bulk but no one would contend that if all its parts were passed through 
a tank containing liquid paint so the entire body of the coal would be 
painted a single color that it would be proper to register such color as 
a trade-mark for coal. Many other products are sold in bulk, such as 
flour, meal, sugar, etc., but dealers are usually content to mark the con- 











* Ex parte John Rome Battle, 156 M. D. 275, January 20, 1930. 
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tainers of their goods with the proper trade-marks. This seems to be 
the proper procedure in the instant case.” 

He then noted the fact that gasoline of various colors are upon 
the market and said: 

“The public would not regard these colors as constituting trade- 


marks even if no company other than the applicant has used the color 
blue in connection with gasoline.” * 


Kinnan, F. A. C.: Held that the applicant is not entitled 
to register, under the Act of 1905, as a trade-mark for milk, a mark 
defined as consisting of a “substantially silver-colored cap for milk 
bottles.” 

The ground of the decision is that the alleged trade-mark is 
a mere color of the container of the goods or a substantial part 
thereof. 

In his decision, after noting the grounds above stated, on which 
the Examiner refused registration, and applicant’s argument that, 
by reason of its long use of such colored bottle caps, that color 
constituted a trade-mark, the First Assistant Commissioner said: 

“It is well settled that mere color aside from some particular symbol 
or design, such for example as a circle, square, triangle, cross, or star, 
cannot constitute a valid trade-mark (citing decisions). There is no 
contention here that it is new to employ a metal cap upon a milk bottle 
which is attached to the bottle by being bent down over the top much in 
the way the applicant uses the cap. This being true, the applicant is 


merely seeking a trade-mark for the color of the cap of the bottle which 
contains the goods.” 


The First Assistant Commissioner further noted patent No. 
531,796, disclosing and claiming a “tin-foil cap for milk bottles,” 
and said: 


“Since tin-foil is either what the applicant here employs or is sub- 
stantially the same and has a substantially silver color, the registration 
sought by the applicant would, if granted, be in effect a perpetual patent 
upon a tin-foil milk bottle cap. The Hall patent expired eighteen years 
ago. If registration were granted the applicant neither Hall nor the 
public could use the device of that patent without infringing the appli- 
cant company’s trade-mark. It is obvious enough under these conditions 
registration must be refused.” * 


*Ex parte Sun Oil Company, 156 M. D. 277, January 23, 1930. 
*Ex parte Walker-Gordon Laboratory Company, 156 M. D. 288, Feb- 
ruary 11, 1930. 
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Conflicting Marks 
Kinnan, F. A. C.: Held that the Castorlube Refining Co. 


was not entitled to register, a certain mark under the Act of 1905, 
and that the registration thereof should be canceled, in view of the 
prior use by The Franklin Refining Co. of a notation substantially 
similar thereto used on goods of the same descriptive properties. 

The mark of the registrant comprises the notation “Castorlube” 
with the words “The 2,000 Mile Motor Oil” therebeneath and upon 
a colored background and the representation of several automobiles. 

The notation used by the petitioner for cancellation is “Castor- 
Lube.” 

With reference to the similarity of the two marks, the First 
Assistant Commissioner said: 




























“While the respondent has contended that the marks or notations are 
not confusingly similar, yet there is deemed to be no possible merit in 
such view. The mere separation of the two portions of petitioner’s nota- 
tion by a hyphen does not constitute a difference that would be noted by 
purchasers and the notations are deemed to be substantially identical.” 





And then, after stating that it was deemed that confusion 
would clearly be likely and noting the conclusion of the Examiner 
of Interferences that petitioner had used its notation only as a 
grade-mark and therefore had established no injury and further 
noting the wide use and advertisement made by petitioner, he said: 

“It is evident that, these marks being substantially identical and this 
being likewise true of the class of goods, purchasers will be led to believe 
that the goods of the registrant were put out by the petitioner and to 
buy them on that assumption, thereby damaging the latter. Under these 


conditions the petitioner has the right to resist the applicant’s attempt 
to appropriate the exclusive use of this notation.” 


Then, after discussing decisions bearing upon the question of 
the use of notations as mere indications of grade, he said: 











“This leaves it somewhat of an open question as to whether an owner 
or producer who alone has used a fanciful notation as a grade-mark, 
which is subsequently sought to be adopted and registered as a trade- 
mark by a rival in business, can successfully oppose such registration on 
the ground of probable damage to the first user. Clearly he could not if, 
as in the Lawrence Company case, he used a notation to indicate grade or 
quality which other producers were using and had previously used to 
indicate grade or quality of their respective goods.” 


DECISIONS OF THE COMMISSIONER OF PATENTS 93 


And then, after discussing a number of decisions on the ques- 
tion whether it was necessary, in order to establish damage, that 
ownership of the mark by the moving party be shown, he said: 


“From the foregoing review of the previously adjudicated cases, there 
does not appear to be any holding which justifies or supports the view 
that the registrant in the case at bar should be permitted the exclusive 
appropriation of this notation which it has adopted in full view of its 
prior use upon the same class of goods by the petitioner. It is not 
regarded as so clearly established that the petitioner’s use of the mark 
was merely to indicate grade or quality as to justify a holding that it 
would not be damaged by the registrant’s sequestration of this notation. 

. If the notation used by petitioner indicated, and it is thought this 
fact is established, to purchasers that the goods were made up of castor 
oil and mineral oil mixtures in suitable proportions, then petitioner is 
deemed to have shown probable damage and be entitled to the relief 
sought.” ° 


Kinnan, F. A. C.: Held that William Lane, Inc., was not 
entitled to register, under the Act of 1905, a mark consisting of 
the notation “Arch Lever,” with the letters at the ends larger than 
those in the middle, and placed within two elliptical lines, as a 
trade-mark for leather shoes, and that this registration (now owned 
by Frank G. Delbon) should be canceled, in view of the prior use 
and registration by the Cantilever Corporation of marks consisting 
of the word “Cantilever” and that word associated with the repre- 
sentation of the arch of a bridge and that word placed within the 
representation of the outline of a shoe sole, as trade-marks for 
the same goods. 

In his decision, after noting that no answer was filed by the 
respondent which relied upon the grounds raised in a motion to dis- 
miss, the First Assistant Commissioner said, with reference to 
certain registrations of marks including the word “Arch” to which 
respondent invited attention: 


“The registrations have not been pleaded but the respondent relies 
upon judicial notice being taken of the records of this Office in a pro- 
ceeding of this kind. While judicial notice may properly be taken of 
such records, yet the notice is confined to the fact that the marks were 
registered. There is nothing of record upon which a holding can be made 
that such marks are actually in use upon goods of the character named in 
the registrations, neither can it be held they have not been abandoned. 
They do serve to show that many manufacturers or dealers in shoes have 


*The Franklin Refining Co. v. Castorlube Refining Co. 156 M. D. 
229, December 7, 1929. 
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alleged use of the word ‘Arch’ and pictorial representations of structural 
arches in connection with goods of this character.” 


He then, after referring to certain arguments as to what could 
properly be considered as admitted by the motion to dismiss, said: 


“Accepting those facts which are properly pleaded in the petition as 
true for the purposes of this proceeding, the petitioner may be said to 
have adopted and used its mark from a date many years preceding that 
claimed by the respondent and to have spent very large sums in adver- 
tising its business under its trade-mark, to have made very extensive 
sales of its goods, and to be in possession of a very valuable good-will 
as an asset to its business. Under these circumstances, if there is any 
probability of confusion of goods or of their origin, the petition must be 
sustained.” 


And then, after pointing out that the petitioner for cancella- 
tion was entitled to be regarded as the first to use the word “lever” 
and noting that the word “Cantilever” is frequently applied to 
structural bridges, which quite generally include an arch, and that 
the word “lever” is the word which gives character to both notation, 
the First Assistant Commissioner said: 


“It is not thought the respondent, who had an unlimited field before 
it from which to choose a mark for its goods, should have adopted one 
including this word ‘lever’ which was to that extent similar to the mark 
of petitioner which had been long previously used upon this same class 
of goods. The word ‘Arch’ has, as shown in the registration cited by the 
respondent, been included in a considerable number of trade-marks which 
have been registered for use upon this same class of goods, and the 
respondent has no exclusive right in this word. Respondent has added 
to this word ‘Arch’ the principal and distinguishing portion of the peti- 
tioner’s mark. It would seem respondent has approached too nearly the 
petitioner’s mark.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for leather shoes, a mark made up of the 
representation of a shoe sole, having at the juncture of the sole 
and shank a triangle about which are arranged the words “Arch 
Lever Tarsal-Support,” the words “Tarsal-Support” and the repre- 
sentation of a shoe sole being disclaimed, in view of the prior use 
and registration by opposer of the word “Cantilever” and that word 
associated in one case with the representation of a structural arch 
and in the other with the outline of the sole of a shoe, as applied 
to the same goods. 


*Cantilever Corporation v. William Lane, 156 M. D. 234, December 
18, 1929. 
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The reasons for this decision are the same as those in the 
preceding case, Cancellation No. 1917.’ 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register, as a trade-mark for catsup, a mark consisting of the word 
“Star” with the representation of a crescent moon therebeneath and 
a large star adjacent the crescent and a series of small stars on 
the are of a circle between its horns, the entire mark being repre- 
sented in red, in view of the prior use by opposer of a label for 
catsup carrying the representation of a red star. 

In his decision, after stating that the evidence for opposer 
establishes use of its mark for more than thirty years and that such 
mark had come to indicate to purchasers the origin of the goods and 
that, possibly at the date when the applicant entered the field, no 
one would have been entitled to claim an exclusive right in the use 
of the representation of a star as a trade-mark for any particular 
goods, the First Assistant Commissioner said: 

“The opposer, however, has a star of a particular color and this the 
applicant has also adopted. While there are other features, such as the 
plurality and peculiar arrangement of stars and the crescent moon, present 
in the applicant’s mark, yet the word ‘Star’ printed in red has been made 
the most prominent feature of such mark. It is thought the goods of 
both parties would be called for by customers by the name ‘Red Star.’ 
It is deemed the applicant in thus adopting the red star as the most 


prominent part of its trade-mark has approached too near the mark of 
the opposer and that confusion of goods is quite probable.” 


With reference to the use of Armour & Co. v. Louisville Pro- 
vision Co., 815 O. G. 196, 288 F. 42, C. C. A. 6th Cir. [18 T.-M. 
Rep. 44], relied upon by the applicant, after noting that the Court 
held that the plaintiff had not used the word “Star” alone but 
always in connection with the word “Armour’s,” and that the de- 
fendant used the mark “Southern Star,” he said: 


“There was not present in that case, as in the instant case, the adop- 
tion by a late comer of the entire mark, included its particular color, of 
the prior user.” ° 


* Cantilever Corporation v. Frank G. Delbon, 156 M. D. 237, December 
16, 1929. 

*R. H. Macy & Co., Inc. v. Fredonia Products Co., Inc., 256 M. D. 
238, December 17, 1929. 
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Kinnan, F. A. C.: Held that the applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for solid milk 
chocolate, the term “Buddies,” in view of the prior use and regis- 
tration by the Brower Candy Company (Registration No. 154,503) 
of the notation Brower’s “Buddies,” as a trade-mark for candy on 
the ground that the marks are substantially the same and the goods 
of the same descriptive properties. 

In his decision, after noting applicant’s argument that its 
goods are not within the usual definition of the word candy and 
stating that it is well known that there are many kinds of chocolate 
candy on the market called for by purchasers by the name candy, 
the First Assistant Commissioner said: 
“This term is a general one and to the average member of the pur- 
chasing public embraces all this class of goods. It is believed there is no 
possible warrant for holding that the appellant’s goods, even if they do 
not include sugar in their composition, would not be called for by the 
name ‘candy’ used in connection with some descriptive term, as chocolate, 
to indicate the character of the candy. The applicant’s goods and those 
of the registrant are deemed to be, clearly enough, goods of the same 
descriptive properties and since the trade-marks are identical, confusion 


would be almost inevitable if both kinds of candies appeared in the same 
market under the same trade-mark.” ° 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register, as a trade-mark for hosiery, a mark consisting of the nota- 
tion “Intex-Tex,’ with the letters, larger in size, “I-T,” there- 
beneath, in view of the prior use and registration by the opposer 
of the term “Inter Woven” upon the same goods. 

The ground of the decision is that the marks are so similar 
that their use upon these goods would be likely to cause confusion. 

In his decision, after noting that the applicant had filed no 
answer but relied upon the grounds stated in its motion to dismiss, 
which was denied by the Examiner of Interferences, and holding 
that under these circumstances all facts well pleaded in the notice 
of opposition must be accepted as true, so far as this case is con- 
cerned, including the allegations as to the extent of use and the 


*Ex parte Wilbur-Suchard Chocolate Company Inc., 156 M. D. 241, 
December 18, 1929. 
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large sums spent in advertising, the First Assistant Commissioner 
said: 


“The statement in the opposition that the use by the applicant of 
its trade-mark for hosiery ‘has caused and will cause confusion or mistake 
in the mind of the public in trade, and deception of purchasers and of 
the public’ must be ‘deemed as established for this proceeding. Upon 
this showing it is thought the opposer should prevail.” 


With reference to a number of registrations to which the 
applicant called attention, with the argument that judicial notice 
should be taken thereof, he said: 


“While such notice of the fact that these marks were registered as 
disclosed by the records of this Office may be taken, yet not only were 
all those marks, which could be held to have any bearing upon the matter 
here being considered, issued subsequent to the date of adoption and use 
established by the opposer of its mark, but this Office cannot take judicial 
notice of whether such registered marks, as are similar to those here 
being considered, are still in use or have been abandoned.” 


And then, after noting applicant’s argument that the marks 
are not deceptively similar, said: 


“The first portions of both marks are identical and since the marks 
are used in connection with hosiery, the suffix of the applicant’s mark 
‘Tex’ may be said to suggest the word ‘textile’ rather than some other 
wholly foreign word which may have the prefix ‘Tex.’ So far as this por- 
tion, ‘Tex,’ suggests anything, it suggests a textile material. . . . It is 
thought there is a similarity in significance or meaning in connection with 
both marks which the purchasing public would recognize and which would 
aid in confusion in trade. The first portion, ‘Inter,’ of both marks being 
the same and the significance or meaning as to the second portion being 
somewhat similar, purchasers, familiar with the goods of the opposer and 
seeing the goods of the applicant, with the latter’s mark, on sale, would 
be likely to think the goods had the same origin or even to confuse the 
goods. Purchasers do not have the goods of both parties simultaneously 
before them with their respective marks exhibited for contrast but may 


be relying upon memory as to a purchase and use of opposer’s goods 
months or a year previously.” ” 


Rozertson, C.: Held that Charles R. Spicer was not entitled 
to register, under the Act of 1905, as a trade-mark for a general 
tonic and laxative, a mark consisting of the term ‘Spicer’s Nux 
Herbs and Iron,’ the name “Spicer’s” and the words “Nux,” 
“Herbs” and “Iron” being disclaimed, except in the manner shown, 


* Interwoven Stocking Co. v. International Textile Corp., 156 M. D. 
242, December 18, 1929. 
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and that the registration which it had obtained should be canceled 
in view of the prior registration, under the ten-year clause of the 
Act of 1905, by the W. H. Bull Medicine Company, of a com- 
posite mark for the same goods, including the words “Herbs” and 
“Tron.” 

The ground of the decision is that the mark, having been 
registered under the ten-year clause of the trade-mark act, must be 
treated as a valid trade-mark, there being no evidence of any use 
by another during the ten-year period and that the marks of the 
two parties are confusingly similar. 

In his decision, after noting the ruling of the Examiner of In- 
terferences as to the effect of the registration under the ten-year 
clause of the 1905 Trade-Mark Act, the Commissioner said: 


“Since the registration was granted under the ten-year clause, the 
mark must be given the effect, both for the purpose of registration and 
in determining the question of the likelihood of confusion, of a valid 
trade-mark. This was specifically held by the Supreme Court of the 
United States in the case of Thaddeus Davids Company v. Davids, 233 
U. S. 461, 202 O. G. 952 [4 T.-M. Rep. 175].” 


































And then, after quoting from the decision cited, he said: 


“Treating the registered mark of the petitioner, therefore, as must 
be done under the ruling in that decision, as a valid trade-mark, it would 
seem clear that the registrant Spicer was not entitled to the registration 
for which he had made application, since the marks are obviously con- 
fusingly similar.” 


20 6 anil 





With reference to the contention that the registration issued 
to the petitioner for cancellation is invalid because a substitute 
drawing in which the name of the applicant for registration and 
the words “Herbs” and “Iron” were added to the picture originally 
shown, and stating that the Examiner of Interferences correctly 
ruled that the registrant Spicer was not entitled to raise this ques- 
tion since he had filed no petition for cancellation nor specifically 
raised the question in the answer or by cross-bill in the proceeding, 
said: 
“Furthermore, it is to be noted that the mark, as registered, in no 
way departs from what was shown on the labels as originally filed; in 
other words, the new drawing simply added to the picture on the first 


drawing the words appearing on the labels, which the applicant had stated 
in its original application showed the trade-mark as actually used upon 
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the goods. It must be held, therefore, that the failure to file an additional 
oath with the new drawing does not render the registration invalid.” 


Moors, A. C.: Held that applicant is entitled to register, as 
a trade-mark for coffee, tea, canned vegetables and other specified 
food products, a mark consisting of the word “Dot” and the repre- 
sentation of a dot therebelow, notwithstanding the prior adoption 
and long use by opposer of the term “Dot,” as a trade-mark for 
sweetened chocolate. 

The ground of the decision is that the goods of the two 
parties are not of the same descriptive properties. 

In his decision, after stating that the principal question was 
whether coffee is of the same descriptive properties as sweentened 
chocolate and that the record showed that the opposer recognized 
a commercial distinction between sweetened chocolate, on which it 
had used the trade-mark “Dot,” and unsweetened chocolate recom- 
mended primarily for beverage purposes, and referring to certain 
prior decisions, including Walter Baker & Company, Limited v. 
Harrison, 138 O. G. 770, 82 App. D. C. 272 and “Lucerna” Anglo- 


Swiss Milk Chocolate Co. v. Hoffman, 184 O. G. 804 [1 T.-M. 
Rep. 800], in the first of which coffee and cocoa were held to be of 
the same descriptive properties and in the second of which it was 
stated that sweetened chocolate, while it may be used as a beverage, 
is sold as a confection, the Assistant Commissioner said: 


“From the authorities it appears that the intended use of the goods 
in question is the governing factor; that coffee and cocoa, and chocolate 
when specially adapted and intended to be used for making beverages, 
are goods of the same descriptive properties, but that coffee and chocolate 
are not of the same descriptive properties when the latter is neither 
intended to be used, nor specially adapted to be used as a beverage, but 
only in the confectionery art.” 


He also noted that applicant’s mark “Dot” had been registered 
for coffee, canned apples, etc., without opposition and that in that 
registration it was alleged that the mark had been used on coffee 
since 1922, and said: 


“. 


- Yet not a single instance has been noted of record of any 
confusion having occurred in the mind of the public as to the ownership 


1 W. H. Bull Medicine Co. v. Chas. R. Spicer, 156 M. D. 258, Decem- 
ber 28, 1929. 
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of the applicant’s coffee, or of the opposer’s chocolate due to the concur- 
rent use by both parties of the ‘Dot’ trade-mark on their respective 
goods.” * 


Moore, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for metal caps for bottles, 
jars, etc., a mark comprising a circular band of blue with a white 
center, the band extending over the top edge of the cap, in view of 
the prior registration (No. 201,742), as a trade-mark for jar caps, 
of a white annulus surrounding a blue center and a blue band sur- 
rounding the upper edge of the cap. 

The ground of the decision is that these marks are so similar 
that their contemporaneous use would be likely to cause confusion. 

In his decision, after noting that the essential difference be- 
tween the two marks is in the dimensions of the white circular 
band, the Assistant Commissioner said: 

“While, on comparison, a distinction may be observed between the 


two marks, it is believed that such distinction would not be carried in 
the mind of the public.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, as a trade-mark for candy, a mark consisting of the words 
“Ruth’s Home Run” and the name “George H. ‘Babe’ Ruth,” the 
latter being stated to constitute the signature of George H. Ruth, 
the well-known ball player, in view of the prior adoption and 
extensive use by the opposer of the notation “Baby Ruth” as a 
trade-mark for the same goods. 

The ground of the decision is that the goods are the same and 
the marks are confusingly similar. 

In his decision, after noting the proof as to the very extensive 
use by the opposer of its mark and therefore, if doubt existed as 
to the right of the applicant, the later user, to register its mark, 
that doubt should be resolved against it, and noting that the evi- 
dence showed no activities in the applicant company by George 


* Walter Baker & Co., Inc. v. The Jantzen Co., 156 M. D. 256, Decem- 
ber 28, 1929. 


ae” Ex parte Empire Metal Cap Co., Inc., 156 M. D. 277, January 22, 
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H. Ruth other than that he was one of the officers thereof and that 
the testimony clearly showed confusion, the First Assistant Com- 
missioner said: 


“While the mark of the applicant is deemed dissimilar from that 
adopted by the opposer as to all the features save the word ‘Babe’ when 
used in connection with ‘Ruth,’ yet these two portions of the respective 
marks, ‘Baby Ruth’ and ‘Babe Ruth, are deemed confusingly similar, and 
there seems to be no room for doubt but that these respective notations 


appearing upon the same class of goods in the same market would pro- 
duce confusion in trade.” 


He then, after noting that there was some testimony to the 
effect that the applicant’s mark was adopted because of the popu- 
larity thirty-five or forty years ago of the name “Baby Ruth’ as 
applied ta a daughter of President Cleveland and stating that the 
wide popularity of the ball player would seem to have added con- 
siderable merit to opposer’s mark, he said: 


“Whatever the real facts may be as to the reason opposer selected 
its mark, it is clear enough the word ‘Ruth’ is a common surname and 
not capable of exclusive appropriation by either of the parties here in- 
volved. The notation of the opposer is, however, deemed a proper trade- 
mark and the applicant is not regarded as entitled to register a mark 
confusingly similar. While it is true, as stated by the Examiner of Trade- 
Mark Interferences, that the signature, George H. Ruth, is registrable 
under the statute because written in a ‘particular or distinctive manner,’ 
yet the nickname ‘Babe’ is not regarded as a part of the name of this 
athlete to the extent of permitting registration of it long years after 
another has used the quite similar word ‘Baby’ in connection with the 
word ‘Ruth’ as a mark for this common class of goods.” 


And further, after stating that the questions of unfair com- 
petition were not before the Patent Office for consideration, he said: 


“The applicant’s rights being based: upon the above noted activities 
in connection with obtaining the use of the name of the ball player are 
held not to extend to the right to register the trade-mark so long as it 
includes this nickname ‘Babe’ which is the portion approaching too near 
the opposer’s mark. The applicant’s mark would be registrable if this 
word were eliminated. 

“Without deciding whether for some purposes the word ‘Babe’ is a 
part of the name of the athlete, it is believed this word should not be 
considered here a part of his name for the purpose of securing registra- 
tion of a mark which would by reason of the presence of such word bring 
about confusion in trade.” * 


“The Curtiss Candy Co. v. George H. Ruth Candy Co., 156 M. D. 
280, January 28, 1930. 
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Interference—Priority 


Kinnan, F. A. C.: Held that Sprague, Warner & Company 
is entitled to register, under the Act of 1905, as a trade-mark for 
canned fruit the term “Roly Poly.” 

The ground of the decision is that the applicant has proven 
the use of this mark prior to any use by the Utah Canning Com- 
pany, which had obtained registration for that mark as applied 
to canned fruit, and prior to the registration by another party, who 
did not appeal from the decision of the Examiner of Interferences, 
of that same mark as a trade-mark for certain canned fruits and 
vegetables. 


With respect to the contention of the Utah Canning Company 
that the applicant had used the mark only as a grade mark, the 
First Assistant Commissioner said: 


“A review of that testimony fails to show that the applicant did not 
use the mark as a trade-mark. The witness Wilcox says it was a trade- 
mark, XQ. 61, 62, 68 and 72, and the witness Weigand also says the mark 
was used as a trade-mark, Q. 5 and Q. 6. It is deemed the record does 
not support a conclusion urged by appellant that the applicant did not 
have trade-mark use of the notation upon cherries prior to the entrance 
of the appellant in the field.” 


With respect to the contention of appellant that the notation 
was merely descriptive of applicant’s goods, he said: 


“The appellant cites the dictionary definition of this notation but it 
is thought the mark is at the most merely suggestive that the fruit is 
round. It is not seen further that the appellant is in position to urge 
the descriptiveness of the applicant’s mark since the appellant has obtained 
registration of the mark and shows it used upon tomatoes which are 
quite as aptly described by the notation as are the cherries upon which 
the applicant uses the mark. The mark is not regarded as merely descrip- 
tive of the goods of any of the parties included in the instant proceeding.” “ 


* Sprague, Warner & Co., v. The Utah Canning Co. v. James Franklin 
Brown, 156 M. D. 296, February 15, 1930. 








